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vision on the same subject. Hijo v. United States, 194 U. S. 315, 324, 
and authorities cited. If, originally, the claimant lawfully purchased, 
in perpetuity, the office of Solicitor (Procurador) and held it when Porto 
Eico was acquired by the United States, he acquired and held it subject, 
necessarily, to the power of the "United States to abolish it whenever it 
conceived that the public interest demanded that to be done. The in- 
tention of Congress in relation to the office of Solicitor or Procurador by 
the Poraker Act can not be doubted — indeed, its abolition by Congress 
is made the ground of the present action and claim. Upon the acquisi- 
tion of Porto Eico that Island was placed under military government, 
subject, until Congress acted in the premises, to the authority of the 
President as Commander-in-Chief acting under the Constitution and 
laws of the United States. Porto Eico was made a Department by order 
of the President on the 18th of October, 1898. By his sanction, it must 
be presumed, General Order No. 134 was made, abolishing the office of 
Solicitor or Procurador. That order was recognized by Congress, if such 
recognition was esesntial to its validity, when Congress, by the Poraker 
Act of 1900, provided that the laws and ordinances of Porto Eico, then 
in force, should continue in full force and effect, except " as altered or 
modified by military orders in force " when that act was passed. It is 
clear that claimant is not entitled to be compensated for his office by 
the United States because of its exercise of an authority unquestionably 
possessed by it as the lawful sovereign of the Island and its inhabitants. 
The abolition of the office was not, we think, in violation of any provision 
of the Constitution, nor did it infringe any right of property which the 
claimant could assert as against the United States. See O'Reilly de 
Camara v. Brooke, 209 U. S. 45, 49. The judgment of the Court of 
Claims must be affirmed. It is so ordered. 



HENNEBIQTTE CONST. CO. V. MTERS ET AL. 

Circuit Court of Appeals, Third Circuit, August 19, 1909 

(172 Federal Eeporter, 869.) 

Geay, Circuit Judge : The appellant, as complainant below, on Sep- 
tember 16, 1907, filed its bill in the United States Circuit Court for the 
Eastern District of Pennsylvania, against the defendants, the appellees 
here, alleging that letters patent of the United States, bearing date the 
4th day of October, 1898, and numbered 611,907, had been issued to it 
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for a certain invention, particularly mentioned and described in the 
specifications attached thereto, which letters patent granted to the com- 
plainant the exclusive right to make, use, and vend the same for the 
term of seventeen years from the said 4th day of October, 1898. The bill 
then charges defendant with infringement of said letters patent, and 
prays for the usual injunctions, preliminary and final, restraining the 
said defendants, their agents, servants, etc., from further infringement 
or violation thereof, and for an accounting. 

The defendants, after having filed an answer to the bill, by consent 
withdrew the same and filed a so-called plea to the jurisdiction of the 
court, alleging that under the provisions of section 4887 of the Eevised 
Statutes, before its amendment by Act March 3, 1897, c. 391, § 3, 29 
Stat. 692 (IT. S. Comp. St. 1901, p. 3382), and as applicable thereto, 
the patent in suit expired August 8, 1907, prior to the filing of the bill 
of complaint, by reason of the expiration on that date of a French certifi- 
cate of addition to a French patent, wherein and whereby the invention 
of the patent in suit had been previously patented by Hennebique in 
France. 

The replication by complainant to the defendants' answer was allowed 
to stand as a replication to the plea. The case was heard upon an agreed 
statement of facts, which presented two points of law for decision, viz. : 

First, whether a certificate of addition to what was in form a regularly issued 
French patent, but which has been authoritatively and finally adjudged by the 
French courts to be a nullity and of no effect in law, can limit the term of a 
later United States patent for the same invention, under section 4887 of the 
Revised Statutes, 1 before its amendment by the act of March 3, 1897? 

Second, whether the said section 4887 has been abrogated by the treaty known 
as "An Additional Act for the International Protection of Industrial Property " 
(32 Stat. 1936), in so far as it provided for the limitation by prior foreign 
patents of the term of a United States patent which was existing at the time 
the said treaty went into effect? 

[Judge Gray answered the first point in the negative and stated :] 
The view we have thus taken makes it unnecessary to consider the 
second point of law raised by the appellant, viz., whether the said section 
4887 had been abrogated by the treaty known as " an additional act for 

1 Sec. 4887. No person shall be debarred from receiving a patent for his inven- 
tion or discovery, nor shall any patent be declared invalid, by reason of its having 
been first patented or caused to be patented in a foreign country, unless the same 
has been introduced into public use in the United States for more than two 
years prior to the application. But every patent granted for an invention 
which has been previously patented in a foreign country, shall be so limited as 
to expire at the same time with the foreign patent, etc. 
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the international protection of industrial property." But, if it is called 
for in order to support our judgment, I may say that I agree with the 
views on the subject expressed in the concurring opinion of Judge 
Archbald. 

[Buffington, Circuit Judge, dissented.] 

Aechbald, District Judge (concurring) : I concur in the view that 
the Act of Congress, in limiting a patent in this country by the term of 
one previously granted for the same invention abroad (Bev. St., § 4887), 
presupposes that the foreign patent is valid, and, where this proves not 
to be the case, that the patent here continues for the full term of seven- 
teen years which it would otherwise enjoy. * * * 

In view, however, of the differences between the members of the court 
over this question, the effect of the treaty of Brussels, in my judgment, 
requires attention. The decree below certainly can not be affirmed with- 
out first considering it. By the convention concluded at Brussels De- 
cember 14, 1900, 2 by the International Conference for the Protection of 
Industrial Property, at which the United States was represented, it was, 
among other things, ordained : 

Art. 4 his. Patents applied for in the different contracting states by persons 
admitted to the benefit of the convention under the terms of articles 2 and 3 shall 
be independent of the patents obtained for the same invention in the other states, 
adherents or nonadherents to the union. This provision shall apply to patents 
existing at the time of its going into effect. The same rule applies in the case 
of adhesion of new states to patents already existing on both sides at the time 
of the adhesion. 

This convention was additional to that similarly concluded at Paris 
March 20, 1883, 8 to which the United States was not originally a party, 
but subsequently gave its adherence, and was ratified by the Senate 
March 7, 1901, and proclaimed by the President, August 25, 1902, to 
go into effect September 14 following. 32 Stat. 1936. Taken as it reads, 
it provides for the absolute independence of previously interdependent 
domestic and foreign patents; and if self -executing, and not otherwise 
controlled, it relieves the patent in suit from the effect of the French 
patent to which reference has been made, whether valid or invalid. 

It appears, however, that, at the first session of the same conference, 
in December, 1897, after the article in question had been formulated, 
Mr. Forbes, one of the delegates on the part of the United States, pointed 
out that, as it stood, it would apparently apply to patents existing at the 

2 See Supplement to this Journal, p. 154. 
s See Supplement to this Journal, p. 143. 
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time it was put in force, and that this would be contrary to [the spirit of] 
our laws, which do not permit of a retroactive effect being given them. 
He explained that the law in the United States, with regard to the 
interdependence of domestic and foreign patents, had been modified 
(evidently referring to Act March 3, 1897, amending Eev. St., § 4887 
[U. S. Comp. St. 1901, p. 3382]), whereby the provision had been 
eliminated that the term of a patent here for an invention previously 
patented abroad should he limited to expire at the same time with it, 
but that this interdependence was retained as to patents delivered prior 
to January 1, 1898, their terms being fixed at the time of their issue, 
and that if article 4 bis was interpreted as extending to patents already 
issued, as it possibly might be, it would run counter to the principle of 
nonretroactivity with which our laws are inspired. To avoid the objec- 
tion which might be raised by the United States upon this score, he 
inquired whether article 4 bis could not be made the subject of a special 
protocol. After a discussion of the subject by several delegates, in the 
course of which it was suggested by Mr. Morel, director of the Inter- 
national Bureau, that the article, while made to apply to existing patents, 
should be expressly limited in its effects to nullities and lapses sub- 
sequently occurring, it was proposed by Mr. Bellamy Storer, another of 
our representatives, that a proviso should be added : " However, the 
term fixed by the internal law of each country remains intact ; " it being 
explained by him that this would only apply to patents in existence at 
the time the article went into force, the effect of which would be that 
patents delivered in the United States up to December 31, 1897 (the 
date to which the interdependence of foreign and domestic patents was 
preserved by the Act of March 3, 1897), would be limited by the normal 
term of patents previously issued for the same invention, the same as 
they were by the existing law. It was not deemed advisable by the con- 
ference, however, to make any changes in the text of the article, either 
that submitted by Mr. Storer or that suggested by Mr. Morel, but that 
it should receive, instead, the interpretation which the American delega- 
tion desired, and, with this understanding entered on the minutes, the 
article was finally adopted. That there may be no question as to this 
being a correct summary of the proceedings, they are produced in full 

in the margin. 4 

* December 13, 1897. 

The new article relative to the reciprocal independence of patents is unani- 
mously agreed to. This article which bears No. 4 bis, is expressed in the follow- 
ing terms: 

"Art. 4 bis: Patents applied for in the various contracting states by persona 
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If this were all, it might perhaps be a question whether the construc- 
tion so impressed on the article by common consent at the time of its 
adoption would not have to be respected, in accordance with which it 
would be restricted, so as not to interfere with or disturb the terms of 
patents issued or applied for in the United States up to December 31, 
1897, which would be left as they stood by the existing law. And, in 
conformity with this, the patent in suit, having been applied for two 
days before the change, introduced by the act of March 3, 1897, went 

admitted to the benefits of the convention under the terms of articles 2 and 3 
shall be independent of patents obtained for the same invention in the other 
states, whether adhering to the union or not. 

" This provision shall apply to patents in existence at the time of its being 
put in force. 

" The same thing shall apply in the event of the accession of new states, to 

patents existing on either side at the time of accession." 

******* 

December U f , 1897. 

In regard to article 4 bis relating to the reciprocal independence of patents, 
Mr. Francis Forbes, delegate from the United States, makes the following 
remarks : 

"According to the second paragraph the new order would apply ' to patents 
existing at the time of its being put into force.' Now, in the United States the 
law can not have a retroactive effect. The stipulation in question would there- 
fore receive objections on the part of the American government, objections of 
such a nature as to retard the signing of the additional act." 

Desiring to avoid this eventuality, Mr. Forbes inquires if article 4 bis could 
not be made the subject of a special protocol. The president consulted the con- 
ference on this question, in order to learn if it was agreeable to the conference 
to modify the text submitted for the signature of the delegates, or whether it 
would be sufficient to mention in the minutes the reservation made by the delegate 
from the United States. 

Mr. Francis Forbes would readily accept the arrangement if it be clearly under- 
stood that it should not have a retroactive effect in his country. He explains 
that the law of the United States has been modified in relation to reciprocal inde- 
pendence. Patents delivered prior to January 1, 1898, however, remain dependent, 
so far as their term is concerned, upon the corresponding foreign patent taken 
out for the same invention; their term being fixed at the time of their deliver- 
ance. Now, it might happen that article 4 bis would be interpreted as meaning 
that all patents issued before the coming into force of the new law should extend 
during their entire term of seventeen years, while from the moment of their 
issuance these patents ought to be considered as limited in duration by the 
patents delivered at an anterior date. This interpretation could only be admitted 
in the United States by means of a special law, which would be contrary to the 
principle of nonretroactivity with which all American legislation is inspired. 
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into force, would be excepted out of the effect of the article, being limited 
by the French patent previously granted which is now brought forward, 
provided, of course, that that is the effect of it, valid or invalid. 

It is to be noted, however, that, although a report of the work of the 
conference wae made by our delegates, it was not ratified. But a second 
session having been held in December, 1900, and the subject having 
again come up, article 4 bis was adopted, with others, in the exact form 
in which it had before been agreed to; and the treaty, of which it was a 

Mr. Dubois, delegate from Belgium, is of the opinion that article 4 his is 
designed only to produce effects after the patent has been issued, and conse- 
quently it is not contrary to the American law. It is really not the purpose to 
retroactively modify the normal term of the patent, which remains such as it 
was fixed by the law in force at the time of its issuance. 
******* 

Mr. Francis Forbes insists on the necessity of stating this point very precisely, 

in order to avoid errors of interpretation, which would have very regrettable 

consequences, in case of the acceptance of the additional act by the United 

States. 
******* 

Mr. Morel, director of the International Bureau, calls attention to the object 
aimed at by the conference in voting article 4 his. He believes that satisfaction 
might be given to Mr. Forbes by introducing a condition in the second paragraph 
of this article, excepting very explicitly incidents which are anterior to its being 
put into force. He suggests for this paragraph the following amendment: 

" This provision shall apply to patents in existence at the time of its being 
put into force. Its effects are, however, limited to nullities and lapses which 
would affect anterior patents." 
******* 

Mr. Michel Pelletier, delegate from France, remarks that, the reciprocal prin- 
ciple of independence being admitted, it is not advisable to restrict same by new 

provisions. 

******* 

Mr. Dubois gives his opinion as to the situation which will result from the 
article 4 his. This establishes the principle of independence as to incidents, 
notably lapses and nullities, which may occur after the issuance of the patents; 
but the internal law can freely fix the normal duration of the patent taken out 

in the country. 

******* 

Mr. Michel Pelletier also expresses the opinion that the independence has the 
precise effect of suppressing all relations between the various patents, and leaves 
to each national law the care, of regulating all matters pretaining to patents 
taken out in the country. 

******* 

His Excellency, Mr. Bellamy Storer, delegate from the United States, asks if 
the following words could not be added: 

" However, the term fixed by the internal law of each country remains intact." 
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part, having been submitted to our government, was ratified by the 
Senate and proclaimed by the President, as already stated. The ques- 
tion now is whether it is to be taken as it reads, or whether it is to be 
qualified by the understanding at the time it was adopted at the first 
session of the conference. 

There is no better example of the uncertainty introduced, when parol 
evidence is resorted to, to control the effect of a written instrument, 
than is afforded in the present instance. By the plain terms of the 

This addition would, of course, only apply to such patents as exist at the 
time of the coming into force of the additional act. Its bearing in the United 
States would be: The patents delivered under the rules of the existing law — 
that is, until December 31, 1897 — would be limited by the normal duration of 
foreign patents of an anterior date, issued to the same inventor for the same 
invention. Their duration would then remain as it was at the moment of the 
coming into effect of the existing law. 

The president proposes to leave the text of article 4 bis without any change, 

and to state in the minutes of the meeting that this article should receive the 

interpretation which has just been indicated. The American delegation would 

thus obtain complete, satisfaction. 
******* 

His Excellency, Mr. Bellamy Storer, declares this combination acceptable, if 
it meets with the unanimous adhesion of the conference. 
******* 

Count Hamilton, delegate from Sweden, pronounces himself in favor of an 
addition to article 4 bis in the sense as indicated by Mr. Morel. 
******* 

The Very Honorable C. B. Stuart Wortley, delegate from Great Britain, re- 
marks that it is important, in the examination of the question, to take into 
consideration article 2 of the general convention, which guarantees to those 
under the jurisdiction of the contracting states, the benefit granted in each 
country to natives thereof. The subjects of Great Britain have then for their 
patents in the United States a right of protection for a period of seventeen 
years according to the American law. 
******* 

Mr. De Ro, delegate from Belgium, supports the proposition of the president, 
to record in the minutes the harmony existing in the convention as to the effect 
of article 4 bis, to which proposition His Excellency, Mr. Storer, has kindly 
acceded. 
******* 

The president puts to a vote the adoption of the text previously adopted for 
article 4 bis, with the interpretation which the American delegation desire to 
specifically point out by proposing to complete the second paragraph by supple- 
menting this explanatory clause: 

" However, the term fixed by the internal law of each country remains intact." 

Article 4 bis is definitely adopted with these conditions. 
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article foreign and domestic patents are rendered independent, and this 
provision is expressly made to apply to existing patents without any 
apparent restriction or qualification; complete independence being sub- 
stituted for the previous interdependence by which up to that time they 
had been hampered. The objection raised to this by the delegates from 
the United States, as we have seen, was that it might be held to operate 
retroactively, and in that way enlarge the term of existing patents, which 
would otherwise be restricted by the limitations imposed by the law as it 
stood at the time they were granted. In the course of the discussion 
which followed it was suggested by other delegates that this could be meic 
and disposed of by confining the effect of the provision to nullities and 
lapses, establishing the principle, as it was said, of independence as to 
incidents occurring afterwards. But this did not meet with favor. And 
it was finally agreed that the article should be adopted as it had been 
formulated, with the interpretation desired by the United States dele- 
gates, entered on the minutes, to qualify it, that " the term fixed by the 
internal law of each country remains intact " — meaning, in the light 
of the context, that the article was not to be retroactive, but that exist- 
ing patents were to continue to have the limited term imposed upon 
them at the time they were granted by the term of a foreign patent 
previously obtained for the same invention. And yet we have the dele- 
gates from this country, when they came to make their report, stating 
that : 

It was the unanimous sense of the conference that the paragraph was not ap- 
plicable to existing United States patents, but only to those patents whose terms 
might be shortened by the laws of those states of the union in which provision 
is made for a shortening of the term on the lapsing of patents for the same inven- 
tions in other states. 

Or, as it is further explained, that the duration of a patent here, 
being determined by the state of the law at the time it was granted, " is 
unaffected by the subsequent expiration of a foreign patent for the same 
invention by reason of non-payment of taxes or non-working." But this 
is exactly what the conference did not agree to, if I understand the pro- 
ceedings. Indeed, if the only independence proposed by the article was 
as to lapses and forfeitures of previous patents for the same invention in 
other countries, the objection made by our delegates, as well as the re- 
sulting discussion and the amendments proposed to overcome -it, were 
without point and meaningless; it being well settled, as must have been 
known to them, that, under section 4887, patents in the United States 
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are only limited by the normal term of foreign patents, and that the 
lapsing or falling in of the latter for non-payment of renewal fees or 
similar incidents have no effect on the term of a subsequent patent for 
the same invention here. Pohl v. Anchor Brewing Company, 134 TJ. S. 
381, 10 Sup. Ct. 577, 33 L. Ed. 953; Bate Refrigerating Company v. 
Sulzberger, 157 TJ. S. 1, 15 Sup. Ct. 508, 39 L. Ed. 601. 

Assuming, then, that we were at liberty to go outside of the article as 
it stands, which interpretation of it is to be taken — that reported by 
our delegates (which is the only one, by the way, that was likely to have 
been brought to the Senate, so as to influence it in ratifying, if that is 
of any consequence), as to the incorrectness of which there can be no 
question, or that derived from the minutes of the proceedings, as they 
appear in the journal of the conference, which alone can be regarded as 
having been carried forward into the result of the succeeding session, 
which is insisted on? It may be that either view favors the defendant. 
But that is not the question. The article must not be open by parol to a 
double construction, and that one must be adopted which will apply to 
all cases, not only in this country, but elsewhere. While the action of the 
conference was taken at the instance of the delegates from the United 
States to answer the objection that, contrary to the spirit of our laws, 
the article might be held to be retroactive, the explanation accompanying 
its adoption was not limited to patents here, but was of general applica- 
tion affecting all the States represented at the conference who might 
ratify it; and this dilemma might arise in conseqeunce: That other 
States, relying on the minutes of the proceedings, would interpret the 
article one way, while the United States, under the lead of our delegates, 
would take it another, resulting in serious confusion and conflict. And 
that this is by no means an impossible situation, we find it declared by 
the French Government, as the reason for ratifying it, that all the in- 
conveniences, arising from the reciprocal dependence of patents taken 
out in different countries, are made to disappear by the article in ques- 
tion, the effect of it being to suppress all connection between such patents, 
leaving to the law of each State the regulation of the terms of patents 
taken out in that country; a view, quite aside, as it will be noted, from 
that suggested in the report of our delegation. And the Italian Ministry 
of Agriculture, Industry, and Commerce, in May, 1903, being called 
on to make a deliverance upon the subject, while conceding that it was 
for the judiciary to determine the subject finally, as a matter of executive 
guidance in case of the demand for the patenting of an imported inven- 
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tion patented abroad, or of a claim of priority based on the filing there 
of an earlier application, also recognized that article 4 bis was in deroga-? 
tion of the existing statute law of Italy, which, the same as in the United 
States, limited the term of a domestic patent by the term of a patent for 
the same invention taken out before that in a foreign country; and that 
patents, thereafter applied for, should therefore be allowed the full term 
of fifteen years, provided by law, notwithstanding that the invention had 
been made public by the previous granting of a foreign patent for it, 
although applications for a patent of importation, resting on other prin- 
ciples and not being provided for by the conference, were in a different 
position. 

But we are relieved from the necessity of going into this subject 
further. As already stated, there was no ratification of the action of the 
1897 conference, and it cannot be successfully maintained that, without 
any mention of, or reference to it, what occurred at it was carried for- 
ward into the session of 1900 and written into article 4 bis as there 
adopted without qualification or objection. Upon being ratified by the 
states participating in the conference, in the form in which it was so 
cast, it became the treaty law between them, mutually governing their 
citizens and subjects, to be interpreted according to the terms in which 
it was couched, unaffected by any reservation or explanatory restriction 
not expressed in it. A treaty is a contract, and is to be so construed as to 
carry out the apparent intention of the parties as disclosed by its terms. 
Oeofroy v. Biggs, 133 U. S. 258, 10 Sup. Ct. 295, 33 L. Ed. 642. Where 
the words convey a definite meaning, and there is no contradiction be- 
tween the different parts of it, the meaning deduced from the face of the 
instrument is the one to be taken, and courts are not at liberty to add to 
or detract from it. Or, in other words, the meaning is to be ascertained 
by the same rules of construction and course of reasoning as are applied 
to the interpretation of private contracts. 28 Am. & Bng. Bncy. Law 
(2d ed.) 488; Tucker v. Alexandrojf, 183 U. S. 424. 437, 22 Sup. Ct. 
195, 46 L. Ed. 264. With due deference, therefore, to the apparent 
position to the contrary taken at the first session of the Brussels Con- 
ference, it is not to be thought of that a treaty ratified and confirmed by 
the participating powers in a definite and unambiguous form can be 
limited or qualified by a resolution passed at a preliminary conference, 
which is not by reference or otherwise incorporated into or made a part 
of its terms, so as to be submitted to the different countries called upon 
to consider and ratify it. Where qualifications are found necessary, 
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after a treaty has been formulated, if the text is not changed, they are 
brought in by way of explanatory protocols at the end, as is shown by the 
treaty of 1883 in question, where a number of them will be found. 
And this may have been what Mr. Forbes had in mind, when he proposed 
a special protocol against article 4 bis being given a retroactive effect. 
And, had this course been pursued, it would have removed all difficulty. 
But unfortunately it was not. And a mere resolution on the minutes of 
the conference can not be held to take its place. 

There is nothing in Doe v. Braden, 16 How. 635, 14 L. Ed. 1090, 
which is counter to this. In that case the treaty with Spain, by which 
Florida was ceded to the United States, was under consideration; and it 
appeared that, subsequent to its negotiation and after the terms had 
been agreed on, the Secretary of State requested and received an ad- 
mission from the Spanish Minister that certain grants of land by Spain 
in Florida should be annulled, and this was annexed to the treaty at the 
time of its ratification and promulgated with it, and it was held that it 
was as obligatory as if inserted in the treaty itself. " It is too plain for 
argument," as it is said, "that when one of the parties to a treaty, at 
the time of its ratification, annexes a written declaration, explaining 
ambiguous language in the instrument, or adding a new and distinct 
stipulation, and a treaty is afterwards ratified by the other party with 
the declaration attached to it, and the ratifications duly exchanged, the 
declaration thus annexed is a part of the treaty, and as binding and 
obligatory as if inserted in the body of the instrument." But there is 
nothing of that kind here. So in Kinkead v. United States, 150 IT. S. 
483, 14 Sup. Ct. 173, 37 L. Ed. 1152, the correspondence between the 
Secretary of State and the Eussian Minister, with respect to the terms 
of the sixth article of the treaty by which Alaska was taken over was 
accepted as explaining the meaning of certain expressions in that article, 
but not, however, to control the scope of it. The case of New York 
Indians v. United States, 170 IT. S. 1, 18 Sup. Ct. 531, 42 L. Ed. 927, 
is much more in point ; it being there held that a qualifying provision, 
passed by the Senate at the time of the confirming of a treaty with 
certain Indian tribes, compliance with which was made an express con- 
dition of the treaty going into force, was of no effect to modify it, as it 
was promulgated by the President, in which no allusion to the provision 
was made. 

Without further discussion, therefore, it is clear that article 4 bis, 
having been duly ratified by the different states represented in the con- 
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ference in the form in which it now appears, must be taken as it reads, 
according to which the dependence of domestic on foreign patents for 
the same invention, previously granted abroad, is entirely removed and 
done away with. And this is to be interpreted liberally. As resolved by 
the Convention of Turin, in September, 1902, a few days after the treaty 
went into effect in the United States : 

The independence of patents proclaimed by the additional act of Brussels 
ought to be construed in the broadest terms, and particularly in such manner 
that the term of a patent shall not in any case be dependent upon the term of 
another patent. 

Nor is this to be confined, as conceived by our delegates, to such sub- 
sequent incidents as nullities and lapses by reason of the nonpayment of 
renewal fees or nonworking; an attempt to so limit it having been 
expressly disapproved by the conference. And, it having been in terms 
provided that the article should " apply to patents in existence at the 
time of its being put in force," subsisting patents, including the one in 
suit, were freed from their previous dependency, equally with those 
granted afterwards; no saving distinction being made between them. 

The article must also be regarded as self-executing. A contrary opin- 
ion was given by the Attorney-General as to the treaty of 1883. 19 
Opinions, 275. And this was followed by the Patent Office, as the cor- 
rect construction, afterwards. Ex parte Zwack & Co., 76 0. G. 1855; 
Butterworth v. Bored, 97 0. G. 1596. It was accepted, also, by the 
Court of Appeals of the District of Columbia in interference proceedings, 
carried up from the Commissioner of Patents. Parker v. Appert, 75 
0. G. 1201 ; Rousseau v. Brown, 104 0. G. 1120. In United Shoe Com- 
pany v. Duplessis Shoe Company, 155 Fed. 842, 84 C. C. A. 76, also, 
it was held by the Court of Appeals of the First Circuit, that, although 
article 4 Ms on its face was self-executing, it was controlled by implica- 
tion by the passage by Congress of Act March 3, 1903, c. 1019, 32 Stat. 
1225 (IT. S. Comp. St. Supp. 1907, p. 1003), to give effect to it. Bat 
neither of these views in my judgment can be sustained. Having re- 
spect to their terms, it can not be said that either the treaty of 1883 or 
the additional Act of 1900 required legislation here to make it effective. 
They both undertake in the most direct and positive way to say what 
shall and what shall not be as to the matters with which they deal, and, 
being ratified in that form, nothing further, by our laws, was necessary 
to put them into operation. They can not be treated as mere agreements 
by the high contracting parties to bring the domestic laws of each into 
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conformity with them by subsequent action. That resulted by virtue of 
their own force and vigor. 

A treaty is a law of the land, as an Act of Congress is, whenever its 
provisions prescribe a rule by which the rights of the private citizen or 
subject may be determined. Head Money Cases, 112 U. S. 580, 598, 5 
Sup. Ct. 247, 28' L. Ed. 798. By article 2 of the treaty of 1883, the 
subjects or citizens of each of the contracting states shall enjoy, in all 
other states of the union, so far as concerns patents for inventions, etc., 
the advantages that the respective laws thereof then or shall afterwards 
accord to their own citizens or subjects, in consequence of which they 
shall have the same protection as the latter and the same legal recourse 
against all infringements of their rights, upon condition of complying 
with the formalities imposed upon citizens or subjects. And by article 3 
subjects or citizens of states not forming part of the union, who are 
domiciled or have [bona fide, according to the additional Act of 1900] 
industrial or commercial establishments in the territory of one of the 
states of the union, are assimilated in this respect to actual subjects or 
citizens. By article 4 any one who shall have regularly deposited an 
application for a patent of invention, etc., in one of the contracting 
states shall enjoy, for the purpose of making a deposit in other states 
and under reserve of the rights of third parties, a right of priority during 
the periods thereinafter mentioned; that is to say, four months in case 
of designs, and six months (made twelve by article 4 of the additional 
act) for general inventions. By article 5 the introduction by the patentee 
into countries where the patent has been granted of articles manufactured 
in any other of the states of the union shall not entail a forfeiture; 
subject, however, to the obligation of the patentee to work his patent, 
conformably to the- laws of the country. And so on, in practically every 
article; the same being true, also, of the different articles of the additional 
act, including article 4 bis, by which the independence of foreign and 
domestic patents is declared and made to apply to those in existence. 

It is idle to suggest, in the face of these provisions and others of like 
character that could be quoted, that the treaty, as well as the additional 
act by which it was supplemented, was inoperative and lay fallow until 
Congress, by statute, was moved to give life to it. There is nothing to 
the contrary in article 17, as argued, which merely refers to the for- 
malities required to ratify, peculiar to each country, such as a con- 
firmation in the United States by the President and Senate. And if 
there was any doubt therefrom, as to the intention that it should be self- 
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executing, it is disposed of by article 18, immediately following, where 
it is provided that the treaty shall go into effect within a month after the 
exchange of ratifications, and remain in force as to each country until 
a year after it shall be there denunciated. It is to be remembered, also, 
that the patentee here was a French subject, whose property rights were 
being thus protected and provided for. It is not as though he were a 
citizen of the United States, dependent on the domestic law, if that 
makes any difference. And if the contemporaneous construction given 
to the treaty by the executive branch of the government, following the 
opinion of the Attorney-General, is insisted on, what is to be said of the 
contrary view taken by the French and the Italian governments, which 
is entitled to equal respect — this being a treaty ? 

While, then, it would be our duty, if it were possible, having regard to 
the terms of the treaty, to abstain from giving retroactive effect to it, 
there is nothing by which it can be so limited ; and existing patents must 
therefore be held to have been unfettered, and enlarged accordingly. 
The authority to so extend the terms of such patents can not well be 
doubted. It could have been done by special Act of Congress as to any 
specific invention, a course that was not infrequently indulged in for- 
merly. 22 Am. & Eng. Ency. Law (2d ed.) 285; 30 Cyc. 918. There 
was also at one time a general statute by which, upon a proper showing, 
it could be allowed by the Commissioner. And there was nothing, there- 
fore, to prevent it from being similarly accomplished by an enactment 
which should apply impartially to all in the same situation, as provided 
by the treaty. The construction, that the public had a right to have the 
monopoly brought to an end, in the case of this or any other invention, 
according to the terms imposed on the patent by the state of the law 
at the time it was granted, has nothing to stand upon. Congress has 
the power to revise and extend a patent, even after it has expired and 
the invention gone into public use. 22 Am. & Eng. Ency. Law (2d ed.) 
385. And much more is this admissible as to patents still existing. The 
policy of the law at present is against the extension of patents, which 
Act March 2, 1861, c. 88, 12 Stat. 246, expressly prohibited. But that 
is not controlling; the law-making powers having authority to change 
their mind upon the subject, if they see fit to do so. 

It is said that, if article 4 bis is held to be retroactive and self-execut- 
ing, it revives and reinstates every patent which previous to that time 
had expired by reason of the limitation imposed by the term of a foreign 
patent. But that does not necessarily follow. It was only existing 
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patents that were affected by article 4 bis, and not those which had 
already terminated. Besides that, if this was the purpose, there was 
nothing, as we have just seen, but the wish of Congress to stand in the 
way of it. 

It is further said, however, that Act March 3, 1903, c. 1019, 32 Stat. 
1225 (IT. S. Comp. St. Supp. 1907, p. 1003), having been passed for the 
avowed object of effectuating the provisions of the treaty, Congress, in 
so undertaking to act, in effect declared against the self-executing char- 
acter of the treaty, and that the construction so put upon it is to be 
respected, if, indeed, it is not controlling. This is the view taken in 
United Shoe Company v. Duplessis Shoe Company, 155 Fed. 842, 84 
C. C. A. 76, referred to above. But it was recognized in that case that 
article 4 bis, and, if so, the whole treaty, was self-executing on its face, 
and it is giving altogether too much force to the action of Congress to 
have it do away with this simply by implication. If the engagement 
between the high contracting parties, who entered into the treaty, was, 
by its terms, immediate and unqualified, which is not only demonstrated 
above, but is there conceded, no legislative declaration afterwards, on the 
part of one of them, is competent to qualify it. No doubt the treaty 
could be denunciated or superseded by appropriate action; but it is not 
to be set aside or deprived of its inherent force because of acts based 
upon the assumed necessity for bringing the statute law into harmony 
with its provisions. 

But it is further said that, the Act of 1903 coming after the treaty 
and being confined to giving effect to a part only of its provisions, Con- 
gress having deemed it advisable to go no further in that direction, the 
treaty is to that extent abrogated ; the act as so passed being inconsistent 
with it. There can be no question that, as declared in the Cherokee 
Tobacco Case, 11 Wall. 616, 621 (20 L. ed. 227), "a treaty may super- 
sede a prior Act of Congress, and an Act of Congress may supersede a 
treaty." And so far as this is the necessary result of the act in the pres- 
ent instance, being later than the treaty, this effect must be given to it. 
The Act of 1903, however, is somewhat peculiar. It is not confined to 
the purpose expressed in the title, but undertakes to amend, not only 
section 4887, but sections 4892, 4896, and 4902, also, only the first of 
which has anything to do with the present subject. And as to section 
4887 it simply re-enacts it as amended by Act March 3, 1897, c. 391, 
§ 3, 29 Stat. 692, except that it enlarges the time after which an applica- 
tion for a patent filed abroad shall debar the obtaining of a patent here 
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for the same invention from seven months to twelve months, this period 
in the case of designs being fixed at four months ; and except, also, that 
it provides in a new and distinct paragraph that an application filed here 
within the period so limited, after an application for the same invention 
filed abroad, shall have the same force and effect as if filed here at the 
time it was filed there, provided similar privileges are afforded by such 
foreign country to citizens of the United States by law or treaty; and 
provided, further, that no patent shall be granted for an invention 
patented or described in a printed publication in this or any foreign 
country more than two years before the filing in this country, or which 
had been in public use or on sale in this country for a like previous 
period. 

But it is difficult to see, upon the most liberal construction, how, as so 
enacted, it can be given the restrictive effect that is now claimed for it. 
It is true that it provides for but a small part of that which is covered 
by the treaty, and if legislation was necessary to give effect to the treaty 
there would not be much left to it. But that, as we have seen, is not the 
case. The treaty, if uncontrolled, is self-executing. It is only as Con- 
gress in this abbreviated fashion has apparently seen fit to proceed upon 
a different assumption that any doubt is cast upon it. A repeal by im- 
plication is never favored, even between statute and statute; and much 
more is not a treaty, which has been mutually agreed to, to be overturned 
by a later statute, which is the individual act of one of the parties. To 
sustain that view in any case there must be such a clear repugnancy that 
treaty and statute can hot stand together, which, in the present instance, 
will hardly be contended for. The only inconsistency, as just stated, is 
that, where one deals with the subject comprehensively, the other does 
so restrictedly, which is not sufficient; there being nothing to convince 
that this was the purpose. 

It is said that this is shown by the title, which commits the act to the 
carrying out of the treaty, which must thus be regarded as the only 
means appropriate for doing so. Dallemagne v. Moisan, 197 IT. S. 169, 
25 Sup. Ct. 422,- 49 L. Ed. 709. The title of an act may no doubt be 
resorted to under proper circumstances, to explain or give character to 
the body of it. But that it should be allowed controlling force, under the 
showing that is made here, is entirely unwarranted. Only about one- 
tenth of the act in question has anything to do with the title; the rest of 
it, as we have seen, being entirely unrelated, except as it deals with the 
general subject of patents. And with the little heed that is so paid to it 
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in the body, it would be straining a point to accord to the title the 
predominant part that is now urged for it. The title being disposed of, 
there is nothing in the act itself to in any way disturb us. It did not 
undertake to undo what had been done by the treaty. At most it merely 
neglected to take such steps as would have brought the statute law into 
complete conformity with its provisions. But the treaty was not de- 
pendent upon this. It went into effect of its own force some six months 
before. And it is not to be set aside in any such indirect and inconclusive 
manner after that. It is also further to be observed that, even if the Act 
of 1903 is held to have superseded or abrogated the treaty, the treaty 
having gone into effect in this way meantime, the patent in suit and 
others similarly situated were thereby freed from their dependency upon 
corresponding foreign patents, and they could not be put back by the 
act into their former position, which would offend against the principle 
of nonretroactivity contended for, even more seriously than anything 
which is now complained of. 

Taking treaty and acts of Congress together, therefore, the case stands 
this way : By section 4887, Rev. St., a domestic patent for the same in- 
vention previously patented abroad was made dependent on the term 
of such foreign patent, by which it was limited. The Act of March 3, 
1897, removed this restriction, but provided (section 8) that it should 
not apply to patents granted prior to January 1, 1898, nor to applications 
filed before that on which patents were subsequently granted. This 
prevented the patent in suit, for the time, from having the benefit of 
this legislation, having been applied for December 29, 1897, two days 
within the period fixed by the proviso. Then the additional act of Brus- 
sels of 1900 was ratified, by which, according to article 4 his, there Was a 
complete unfettering of foreign and domestic patents for the same inven- 
tion; and this by express terms was made to apply to existing patents. 
Such was the state of the law, and such the position of the patent in suit, 
when the Act of March 3, 1903, came into existence. As just stated, this 
could not undo what had already been done, nor put back the patent into 
its former dependent condition. Having become entitled to the full term 
of seventeen years accorded to patents generally, it could not thereafter 
be again restricted. Nor did the Act of 1903 indeed, undertake to do so. 
It simply re-enacted section 4887, as amended by the Act of 1897, leaving 
out the limitation which time and treaty had doubly disposed of, and 
introducing certain provisions in conformity with the treaty. It is only 
by reading into this record that which is not to be found there, and has 
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no rightful place in it — that the treaty was not retroactive, and was 
not self-executing, contrary to the plain effect of it — that the patent can 
be cut down or made dependent again upon the terms of the French 
patent. 

For both reasons, therefore, which were discussed at the argument, the 
plea interposed in the court below, in my judgment, was bad, and should 
have been overruled; and the decree sustaining it must be reversed in 
consequence. 

IN RE MITCHELL 

District Court for the Southern District of New York, June SO, 1909 
111 Federal Reporter, 289 

On Application for Admission to Bail Pending Extradition Proceed- 



Hand, District Judge: In this case the petitioner applies for bail 
under special circumstances. He has been arrested on extradition papers 
which have been issued from Canada and under which he is charged 
with what, in the State of New York, would be larceny. A warrant 
has been issued by Commissioner Alexander, and he is at present in the 
Tombs prison awaiting the final determination upon his extradition. 
The warrant was issued against him Thursday, June 24th, which was 
just upon the eve of a trial in the Supreme Court of the State of New 
York, in this county, in which he is the plaintiff and the moving parties 
in the extradition proceedings are the defendants. The trial commenced 
on the 25th, and I then issued a habeas corpus ad testificandum, upon 
which he appeared in court on the 25th. and testified. The suit involves 
a very large sum of money; indeed, from the papers, I understand that 
it involves all the fortune of the prisoner. The application is made to 
enlarge him upon bail for the reason that at present he is entirely unable 
to consult with his counsel and prepare for the remainder of the trial, 
which will consume, probably, the 28th, 29th, and 30th days of June. 
The application is opposed by the Canadian agent with much vigor, who 
contends that I have not the power to grant bail in such cases. My 
understanding of Wright v. HenTcel, 190 IT. S. 40, 23 Sup. Ct. 781, 47 
L. Ed. 948, 1 is that the existence of the power was distinctly affirmed by 
the Supreme Court. The court at the same time clearly indicates its 

i [American Journal of International Law, vol. 1, p. 202.] 



